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I. Introduction – Will You Miss the Boat?

The oceans have always presented a vast natural barrier to trade and have served to define a true standard for the definition of “international” commerce. Yet history reveals that vast economic empires were built by those who learned to master the seas. The achievement of that success, however, was not without risk and often came in the face of unknown dangers. With access to improved technology, and the advantage of skilled captain and crew, risks were increasingly taken by entrepreneurs, justified by the promise of a substantial reward when their ship came in. As to those too cautious or too late, who didn’t seize take the opportunity before the ship set sail, they lost to their competition and had to seek success in other ways, because they “missed the boat.” 

This expression is rather appropriate in describing the opportunities presented today by the Business Method patent. Consider this to be a new vessel, the S.S. Business Method, whose design is contrary to tradition, and was constructed in the U.S. court system on the basis of the Federal Circuit decisions in State Street Bank &’Trust Co. v. Signature Financial Group Inc. and AT&T Corp. Excel Communications, Inc. And imagine, if you will, that the good ship Business Methods has set sail to deliver its passengers and cargo to at least the promise of strategic business advantage based on the exclusivity of government granted patent rights. Nonetheless, the promise is limited and, at best, uncertain because the full advantage of first class travel on this ship today appears to exist only in the U.S. Second class travel, if available at all, is possible under the patent laws in other countries; yet the possibility of dramatically improved services elsewhere is encouraging and likely to become a reality.

Given these developments, the prudent voyager into the new Internet economy of B-2-B and B-2-C commerce would certainly want to make plans to take advantage of presently unscheduled facilities. Moreover, for those currently engaged in a global business strategy, particularly through the Internet, inevitably there will be contact with the U.S. or other countries that embrace a liberal view toward business method invention protection, and the harsh reality of a need for an offensive and defensive business method patent strategy will have to be encountered.

So what are the specs for the S.S. Business Method, why should you be on her, and what are the strategies that you should follow with her to protect your short and long-term business goals? More importantly, what is the risk of being left on the quay as the ship leaves port? These and related issues will be discussed briefly in this paper.

II. The Origins and Development of Business Method Patent Protection

For decades, the U.S. shared with the rest of the world a common view that “business method” inventions were not the proper subject of patent protection, largely because (1) they were not considered to be “technical”, (2) they could not be competently examined by governmental authorities, (3) the most relevant “prior art” was not available in an organized or readily accessed form, and (4) the scope, content and inventorship of the business method “invention” was difficult to identify in a patent application. However, the creation of a special national “patent court of appeals” in 1982, the Court of Appeals for the Federal Circuit (CAFC), to provide a uniform and expert perspective on the interpretation of the U.S. patent laws led to several significant decisions with regard to the broad scope of subject matter that would be patentable under the U.S. Patent Laws (35 USC 100 et. seq.). Nonetheless, the Federal Circuit hinted, but did not hold, in its decision In re Schrader that the scope of computer-based inventions may not encompass business method-type ideas. 

However, in the State Street Bank case, the issue was directly confronted and the Federal Circuit held that a machine programmed with a “Hub and Spoke” software produced a “useful, concrete and tangible result” that rendered it statutory subject matter, even if the useful result is expressed in numbers such as price, profit, percentage, cost or loss. The court specifically addressed the issue of whether the invention was an improper business method invention by commenting that:

[s]ince its inception, the ‘business method” exception has merely represented the application of some general, but no longer applicable legal principle, perhaps arising out of the ‘requirement for invention” –which was eliminated by 103 (the unobviousness requirement for patentability). Since the1952 Patent Act, business methods have been, and should have been, subject to the same legal requirements for patentability as applied to any other process or method….The business method exception has never been invoked by this court or the CCPA (its predecessor court), to deem an invention unpatentable. 

The holding in State Street was reaffirmed for a system, and applied to a method, in the AT&T v. Excel case where the CAFC commented that:

In our recent decision in State Street, this court discarded the so-called “business method” exception and reassessed the “mathematical algorithm exception…In State Street, we held that the processing system there was patentable subject matter because the system takes data representing discrete dollar amounts through a series of mathematical calculations to determine a final share price – a useful, concrete and tangible result. 

The CAFC continued, in finding the method to be statutory, that the inquiry for a business method is much the same. Specifically, without mentioning the need for any reference to hardware or software, the Court stated that

our inquiry here focuses on whether the mathematical algorithm is applied in a practical manner to produce a useful result…..AT&T is only claiming a process that uses the Boolean principle in order to determine the value of the PIC indicator. The PIC indicator represents information about the call recipient’s PIC, a useful, non-abstract result that facilitates differential billing of long distance calls. Because the claimed process applies the Boolean principle to produce a useful , concrete tangible result without pre-empting other uses of the mathematical principle, on its face the claimed process comfortably falls within the scope of 101. 

The USPTO and industry saw in these decisions a clear indication that the touchstone for patentability was not hardware, but a “practical application” that was evidenced by a “useful, concrete and tangible result”. The USPTO has acknowledged this clear mandate from the courts and has implemented new training materials for business method inventions, issued a “White Paper” regarding Business Method patents, and revisions to its formal guidelines for examination of computer-based inventions, including business method inventions, are expected. Moreover, the USPTO already has implemented an aggressive program to add appropriate expertise to the USPTO examination corps, increase the available prior art, enhance the quality of examination and obtain the input and assistance of industry. 

Even the U.S. Congress has acknowledged the enhanced scope of business method inventions, but has chosen not to restrict or otherwise limit them. Instead, through changes to the U.S. Patent Laws made by the American Inventors Protection Act of 1999, new Section 273 has been added to establish a limited “prior user defense” for those who can demonstrate a prior use of a “business method invention” in the United States. 

Outside of the United States, intense attention has been focused on the availability of patent protection for BM inventions at international, multinational and national levels. National and regional patent offices have not been eager to embrace the full scope of this new trend in the U.S., and have limited the patentability to “business model” inventions that are expressed as a patentable computer-based invention, and expressly precluded the patentability of business method inventions per se. Nonetheless, it is expected that many of the patent offices around the world will move forward with protecting the “business method” form of invention, but appear to be waiting for further developments with a sharp eye on the desirability of world-wide harmonization as to this issue. Protection for the business method invention is certain to be a controversial topic in any future discussions of world-wide patent law harmonization. 

III. The Importance of BM Patents to E-Commerce Strategies

The Internet has evolved in less than a generation from an obscure communication framework, which was limited to use by experts, into a complex and universally accessible network that reaches across national borders and passes through cultural barriers with little restriction or regulation. An explosion of innovation directed to increasing both capacity and speed, enhancing reliability and ensuring security of Web-based communications has changed the essential composition of corporate capital investment, and the way they do business. Hardware and software inventions related to E-commerce fall within the framework for traditionally protected subject matter, and the number of applications for such inventions has doubled in the past 5 years. A recognition of the Internet as a powerful interactive medium for establishing commercial relations, placing orders, paying invoices, recording transactions and even delivering services and products, such as audio, video, software and games, directly “on line”, has also led to a recent flood of business method patent applications into the USPTO. 

The hardware and software patents to E-commerce inventions covers virtually all of the elements of the Internet that act and interact to provide an exchange or delivery of information related to B-2-B and B-2-C transactions. In addition to the generic innovation that underlies such telecommunication and processing staples as PCs, servers and telecom networks, there are other categories of innovation that merit protection as patentable inventions including:

· Internet and E-commerce specific inventions – such as communication protocols and system interfaces; 

· Hardware adaptations – made to the conventional PC’s, televisions, telephones, servers and peripherals to more efficiently and effectively provide access and use of the Internet; 

· User Interfaces – such as the single click check-out feature employed by Amazon.com to limit competition with Barnes & Noble; 

· Product Applications – such as games and services (e.g., search engines); and 

· Operational Applications – such as software-based innovations for signal processing, encryption, compression, security and analysis.

A complementary area of protection comprises business method inventions, such as the Priceline.com “reverse Dutch Auction” patent (USP 5,794,207), State Street Bank financial services patent (USP 5,193,056), and patents on advertising distribution (USP 5,740,549), online brokerage services (USP 5,794,210), management services (USP 5,707,780), distribution of audio and video (USP 5,675,734) and the like. An essential component of any intellectual property strategy today is an evaluation of the protection available for business method ideas, as part of both an offensive and a defensive strategy.

Offensive Strategies

The BM patent offers all of the traditional incentives for protecting an invention through an investment in a formal government grant, including serving as a basis for the exclusion of competitors through injunction, a basis for royalty income, a basis for securing and establishing the value of a line of business for purposes of future merger or sale.

The importance of the BM patent to the offensive strategy of an established company was demonstrated dramatically in the Amazon.com v. BannesandNoble.com case where the patented “one click” technique for ordering books was used as a basis for precluding a competitor from using the same easy virtual “checkout” technique, thereby providing Amazon.com a competitive advantage during the 1999 Christmas selling season, event though the two companies offered identical goods at comparable prices on the Internet. Clearly, the patentee of a business method invention in the U.S. can preclude its competition from using the protected invention to commercially exploit the sale of even unpatented products in the U.S. market. The Priceline.com v. Microsoft case further demonstrated the importance of a patented business method when Priceline sued to prevent giant Microsoft from establishing a competitive “reverse auction” concept into the Web environment.

The offensive value of a BM patent has been demonstrated by the formation of an unprecedented number of new “dot-com” companies whose innovative products and services are based on the Internet, and are protected by comprehensive patent applications and patents directed to the method of conducting their business. The mere promise of (1) increased profitability, by access to new markets, and reduced expenses related to traditional business arrangements, including costs of supplies and the physical and human infrastructure needed for initiation, conclusion and administration of legally binding transactions, and (2) patent protection for the business model, has fueled an unprecedented acceptance of start-ups by the capital markets. The resulting industries and businesses, have achieved dramatic success as a result the scope, diversity and appeal of their services, and the protection provided to core elements of their business by the patent laws, as a barrier to competition or expansion in important markets.

Defensive Strategies

Patents that are obtained on BM inventions serve to preserve the freedom of a patentee to act in his commercial environment because of the ability of the BM patent to be used for a counterclaim in litigation, and otherwise provide value for purposes of cross licensing. Where the new frontier of the Internet has seen a “gold rush” to the USPTO for protection, and the patentees seek to aggressively use their patents to stop competition and preserve their market position, it is almost essential that patents be obtained on both basic and improvement concepts for later use as trading chips in any negotiation. The application also establishes evidence of use for a first inventor defense, and the patent, of course, establishes traditional prior art that later serves to prevent previously known idea from later being patented by another.

All of these goals may be more readily attained due to the relatively sparse prior art base that currently is available to patent offices world wide, and the flood of applications that have been filed, testing the capacity of their examination systems.

IV. The Available Scope of Protection for BM Patents in the U.S.

Two threshold issues are immediately confronted by proprietors of BM patents around the world who have either a direct interest in the U.S. as a market or an interest in commercial transactions that may simply touch the U.S. through the medium of the Internet: 

(1) What is the subject matter of BM patent protection in the U.S., and 

(2) What are the minimum requirements for a protectable BM invention in the U.S? 

The first issue was addressed by the U.S. Supreme Court in 1980, in an often repeated quote from its Chakrabarty decision upholding the patentability of biotechnology inventions – “anything under the sun made by man.” 

In short, the subject matter of protection is continually evolving, as technology and innovation continue on their dynamic course, and its boundaries are continually being pushed by those who don’t ask “Can it be protected?”, but insist instead that “It should be protected!” Only the courts and legislatures can limit that expansion, and to date, have not shown an inclination to do so.

An indication of the scope of protection for BM protection may be seen in the broad listing of the varied financial and business data processing systems and methods that the USPTO lists as falling within its Class 705 subject matter. This list encompasses a large variety of technologies that are applied internally within a company, or in its B-2-B and B-2-C transactions, including: Accounting, Auctions, Banking, Billing, Catalogs, Credit, Health Care, Human Resource Management, Insurance, Inventory Management, Investment Planning, Reservations, Stock/Bond Trading, Shopping and Tax Planning. This list is not exhaustive, however, and simply reflects technologies that have been presented in sufficient numbers to justify separate mention.

The minimum requirements for patentability of all inventions in the U.S., and generally worldwide, comprise the triad of novelty, unobviousness (inventive step) and utility, coupled with the essential quality of “statutory subject matter.” In the U.S. that subject matter is defined in Section 101 of the Patent Law as “any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof.” The business method may be classified as a “process” and the business model as a “machine”, when implemented in system or network form, or otherwise in connection with a computer. 

Thus, a basic question is whether a computer is necessary for such subject matter to be patentable? Clearly, the USPTO thinks that at a minimum, the disclosure must define an enabling disclosure of an implementation that involves a computer, whether the claim is to a method or apparatus, and whether or not a computer appears in the claim. The current guidelines (and I believe the soon to issue revised guidelines) will be consistent with this interpretation, and the recent announcement of a roundtable emphasizes that it is for “computer-implemented business method patent applications.” Thus, it appears that, until required otherwise by the courts, the USPTO will issue patents on BM inventions so long as (1) their implementation is described and enabled by a computer-based technology, which may be expressly described or even implied, and (2) the BM, as a method or apparatus, has a “practical application” leading to a “useful, concrete and tangible result”, as required by the State Street Bank and ATT/Excel decisions of the U.S. Court of Appeals for the Federal Circuit.

V. What Protection Should be Sought for BM Inventions?

Given the fact that the BM invention clearly is protectable in the U.S., but the precise scope of protection that may be offered by BM patents in the U.S. remains somewhat uncertain, particularly with regard to the scope of hardware and software disclosure required in a BM patent application and the content of the claims directed to a BM invention, a flexible and aggressive strategy is needed at several levels. First, a broad-based vision is needed to even identify those ideas that may be valuable enough, and have long-term viability, to justify investing corporate capital in patenting an invention. Second, a creative partnership among the inventors, businessmen and patent attorneys is needed to identify at least a computer-based implementation of the invention that would be viable for a reasonable duration in the future, together with alternative implementations to support a broad scope of protection for the invention. Third, an aggressive and creative claiming strategy must be followed that provides to varying degrees at least the “practical application” and “useful, concrete and tangible result” in each claim, and adds a computer system overlay as well as computer system components to the method and apparatus claims in the patent application. A variety of claim techniques may be employed, which at least under U.S. law provide different scopes of protection, and which focus on the likely competitor (e.g., his software and his machines, and not those of common customers). Finally, an honest identification of relevant prior art is needed so that the presumption of validity of the patent, once issued, may be as strong as possible and that the viability of an attack on validity by infringers or licensees can be minimized. 

VI. The Scope of Rights Available for B. M. Inventions

Given the broad spectrum of subject matter available for protection under U.S. law, the inherently distributed nature of the physical components, and the merely virtual practice of business methods in cyberspace, an informed consideration of the offensive and defensive strategies that are based upon patent enforcement merit a review of the types of activity that may result in an infringement of a BM patent. Such review is conveniently conducted by an examination of the several sub-paragraphs of 35 USC §271, which define the various bases for the infringement of a patent that has claims pertinent to BM inventions. 

Section 271 (a)

Except as otherwise provided in this title, whoever without authority makes, uses, offers to sell or sells any patented invention, within the United States, or imports into the United States any patented invention during the term of the patent therefor, infringes the patent.

This section defines the basis for a “direct infringement” of a patent by an entity. It requires that every limitation of a patent claim be found in an accused device, composition or method. In the absence of a claim limitation, there can be no direct infringement by an accused device or method. 

The section also requires that the proscribed activity related to “the patented invention” be conducted “within the United States.” However, the Internet that serves as the basis for BM -commerce is not centralized, but exists in cyberspace as a distributed network world-wide that is continually evolving by the addition, deletion and modification of hardware and software components. Thus, the challenge is to identify exactly where the claimed components of the accused product or process reside, what are the features of those components and who owns and uses those components in the conduct of a BM-based transaction. 

Once that analysis has been performed, several issues still remain. Must a single named defendant provide or perform all of the claim limitations in the accused device or process for there to be an infringement, or can the components be owned or operated by several entities with their collaborative effort viewed as a basis for joint liability? What is the scope of E-commerce activity that will result in an invention being “on sale” in the U.S. from another country, or “imported” over the Internet, such that direct infringement results?. These and other issues related to direct infringement under Section 271(a) have not yet been addressed but are certain to be raised at the Federal Circuit in the near future. 

Section 271 (b)

Whoever actively induces infringement of a patent shall be liable as an infringer.

Section 271(b) defines one of two bases for an “indirect infringement” of a U.S. patent. The active inducement may occur by actively and knowingly providing instructions or guidance to a third party, or otherwise assisting that third party to directly infringe a patent. In an E-commerce environment, instructions or software provided from a website may be sufficient to result in liability. Although not expressly stated in the statute, this provision has been interpreted by the courts such that an accused inducement infringer would need to have knowledge that his actions are leading another to infringe a patent by an entity. Notably, there is no requirement that the activity occur in the U.S.

Section 271 (c)

Whoever offers to sell or sells within the United States or imports into the United States a component of a patented machine, manufacture, combination or composition, or a material or apparatus for use in practicing a patented process, constituting a material part of the invention, knowing the same to be especially made or especially adapted for use in an infringement of such patent, and not a staple article or commodity of commerce suitable for substantial non-infringing use, shall be liable as a contributory infringer.

This section defines the second basis for an “indirect infringement” of a U.S. patent. Section 271(c) is applicable even when there is only an offer of sale in the U.S., which may readily occur over the Internet through foreign-based websites that are accessed by customers in the U.S. In an E-commerce environment, the software or data that is transmitted into the U.S. from abroad raises a number of unique issues. One issue is whether such “intangibles” may form a “material part of the invention.” Another issue that remains to be resolved by the courts is whether such software or information can be a “component” of a “machine, manufacture, combination or composition”, or a “material” for use in practicing a patented process. Other issues involve a determination of the circumstances under which such software or information is a “staple article or commodity of commerce” that has substantial non-infringing use, and thus not a basis for liability. 

This provision expressly requires that an accused contributory infringer have knowledge that the software or information is useable in a manner that may result in infringement of a patent. Thus, notice to the alleged infringer outside of the U.S. is needed to establish liability. While there is a requirement that the sale, offer of sale or import activity occur “in the United States”, E-commerce activity on the Net that reaches U.S. customers, particularly where there is a clear intention to profit from such activity, would likely satisfy this requirement.

Section 271 (f)

(1) Whoever without authority supplies or causes to be supplied in or from the United States all or a substantial portion of the components of a patented invention, where such components are uncombined in whole or in part, in such manner as to actively induce the combination of such components outside of the United States in a manner that would infringe the patent if such combination occurred within the United States, shall be liable as an infringer.

(2) Whoever without authority supplies or causes to be supplied in or from the United States any component of a patented invention that is especially made or especially adapted for use in the invention and not a staple article or commodity of commerce suitable for substantial non-infringing use, where such component is uncombined in whole or in part, knowing that such component is so made or adapted and intending that such component will be combined outside of the United States in a manner that would infringe the patent if such combination occurred in the United States, shall be liable as an infringer.

Section 271(f) defines a basis for both inducement (paragraph 1) and contributory (paragraph 2) infringement of a U.S. patent where only a part of the claimed invention is supplied “in or from the United States”. Under paragraph 1, where most but not all of the patented invention is supplied from the U.S. to a foreign country, and there is an active inducement to complete the claimed invention abroad, there may be an indirect infringement. Using standards similar to those found in Section 271 (c), paragraph 2 establishes a basis for indirect infringement where a material item is shipped outside the U.S. for combination in a manner that would otherwise directly infringe if in the U.S., subject to the requisite knowledge requirement. Clearly, the transmission of software and even information to foreign customers from the U.S. may fall under these provisions. The extent to which the U.S. law may be extended to cover E-commerce export activities still remains to be decided. However, this provision does offer a significant tool for non-U.S. companies to prevent infringement of U.S. patents by entities in the U.S. who ship only parts of a protected invention outside of the U.S. 

Section 271 (g)

Whoever without authority imports into the United States or offers to sell, sells or uses within the United States a product which is made by a process patented in the United States shall be liable as an infringer, if the importation, offer to sell sale or use of the product occurs during the term of such process patent…., 

This section was added by the Process Patent Amendment Act of 1988 in an effort to extend the reach of the U.S. patent law to countries where processes protected by U.S. patents are utilized without authorization to produce “products” for import into the U.S., even where those products are not themselves patented. The mere offer for sale of such product, or its import results in an infringement. In the E-commerce environment, where the patented process or business method is practiced outside of the U.S. and the result is information, data, rights in intangible property (stocks) or even money, the question not yet addressed by the courts is whether this section of the statute would be interpreted such that there is an infringement if such products are brought into the U.S. As in the past, this provision may offer a threat to non-U.S. origin E-commerce, but also may offer an opportunity to prevent infringement of patents held by entities around the word.

VII. Territorial and Jurisdictional Aspects of the Enforcement of BM Patent Rights

As already observed, through the U.S. Patent Laws, depending on the invention that has been claimed, a U.S. patent can play in important role in protecting hardware, software and network features of E-commerce, its products and even the underlying operational and business methods. An effective U.S. domestic and even international strategy can be pursued through the creative acquisition of U.S. patents in several categories of E-commerce innovations. However, there is yet a final significant issue that needs to be addressed in defining the role of U.S. patents, once rights have been secured. That is the issue of enforcement, and more particularly, whether and how a patentee can enforce rights that cover elements of a geographically distributed network against entities that may reside outside of the United States. This issue requires a consideration of the territoriality of patents, and the need for both subject matter and personal jurisdiction over an accused infringer.

Jurisdiction in the Enforcement of Intellectual Property Rights

As a threshold question, one may ask what is the meaning of “jurisdiction”? The dictionary defines it as “the power, right or authority to interpret and apply the law.” For purposes of this discussion, it may be divided in to “subject matter” jurisdiction and “personal” jurisdiction.

Subject Matter Jurisdiction 

Certain intellectual property rights may be established and enforced only by the federal government and courts, while other such rights may be established and enforced as well by the states. An exclusive right may be provided to the federal government under the supremacy clause of the U.S. Constitution, or may be established by a preemption of an area of law by action of the U.S. Congress. Such preemption may be either express or implied for an entire field because the action by Congress has been so extensive. Of course there also may be preemption where there is a conflict with federal law. In the intellectual property area, the nature of the patent law is such that only the U.S. government may provide patent-like protection.

Federal statutes provide the federal district courts with an exclusive right to hear cases arising under the federal patent, trademark and copyright laws (28 USC §1338), and even among the several federal Courts of Appeal, the Court of Appeals for the Federal Circuit has the exclusive right to hear appeals of patent-related cases (28 USC §1295). While the Federal courts may have exclusive jurisdiction to hear cases involving U.S. patent rights, they are likely to hold that they have no right to render decisions with respect to the patent laws of another country, such as Singapore. 

Personal Jurisdiction 

Even if a U.S. District Court is competent to hear a case involving the infringement of a U.S. Patent, the “due process” provisions of the U.S. Constitution have been interpreted to require a court to have a reasonable basis for forcing an alleged infringer to defend itself in that forum, particularly where the defendant is a foreign entity. Traditional notions of fair play and substantive justice, would dictate that a person having no contact with the forum of the court and having conducted no business there, should not be required to undergo the expense and burden of defending itself there and to be subject to a binding judgment. There must be sufficient “minimum contacts” with the forum in order to subject the defendant to personal jurisdiction. Such minimum contacts may come from the defendant “doing business” in the forum, consistent with a state “long arm statute’, or the placement of infringing products into a “stream of commerce” with the expectation that they will be purchased in the forum.

Thus, in the Internet or E-commerce environment for BM, an issue is whether a party acting outside of the U.S. and with no contact with the U.S. other than through the Internet, can be subject to the enforcement of U.S. patent laws. Although the law has not been firmly established, it appears that contact with the forum solely through advertising is not sufficient to create personal jurisdiction, but the downloading of media content and the establishment of contractual relationships over the Web would result in sufficient contacts to establish personal jurisdiction. Even an invitation to users to visit a website, constituting an active solicitation of a sale, would be sufficient for a court to conclude that the minimum contacts requirement has been met.

Territorial Aspects of Enforcement

The principles of patent law throughout the world are based on an assumption that the enforceable rights are limited to the territory of the granting country. Sections 271(a) and 271(c) are consistent with that assumption. However, the provisions of Sections 271(b), 271(f) and 271(g) are exceptions to this general rule and at least contemplate the extension of the U;S. patent law beyond its national borders, into the sovereign jurisdiction of other nations who have their own patent laws. As previously demonstrated, these five sections of the U.S. patent law may have important ramifications with regard to business methods that are practiced abroad but reach into the U.S. through the Internet. Where U.S. patents exist on those business methods, a significant offensive and defensive advantage can be obtained by the patent proprietor.

VIII. Conclusions 

The SS Business Methods has set sail. The waters are still uncharted, and the fare is substantial. Nonetheless, it is not too late to get on board, if the promise of offensive and defensive strategic advantage in the U.S., and undoubtedly elsewhere in the future, is at all attractive. Where a business is certain to focus on the U.S. as a market for its core business, or where the depth of a patent portfolio will be enhanced by the addition of protection for new business methods employed in current or future strategies, the need to consider protection for BM inventions through the patent system is compelling. On the basis of timely and honest in-house analysis and planning, and with the assistance of competent legal counsel, a serviceable strategy to at least evaluate the opportunities for protecting core business ideas, particularly if they are computer or internet based, can be achieved. However, it is imperative to act promptly, lest the opportunity and advantage be taken by the competition, and you are left to say only that --- you “missed the boat.”

