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Introduction

Under the American Inventors Protection Act (AIPA) of 1999, 35 U.S.C. § 103(c) precludes the application of subject matter that qualifies as prior art only under 35 U.S.C. § 102(e), (f) or (g), and was commonly owned, or subject to an obligation of assignment to the same person at the time the invention was made.  Five important questions relate to determining the proper applicability of this law. 

(1)  Is 35 U.S.C. § 103(c) not applicable due to the type of cited reference? 

For § 102(e) references, § 103(c) is inapplicable to (i) applications filed before November 29, 1999, or (ii) requests for continued examination under 37 C.F.R. § 1.114 or 1.129.2  For § 102(f) and/or § 102(g) references, § 103(c) applies to any application.  However, a reference disqualified under 35 U.S.C. § 103(c) in a § 103(a) obviousness rejection may still be applied in an anticipatory rejection under 35 U.S.C. § 102, and serve as the basis of a double patenting rejection.3 

(2)  Does the subject matter qualify as prior art under any subsection other than 35 U.S.C. §§ 102(e)-(g)?

If the cited reference can be used as prior art under other subsections as well as 35 U.S.C. §§ 102(e)-(g), then the reference cannot be disqualified under §103(c).  Even if a § 102(e) reference can be properly excluded under §103(c), another publication of that reference, such as a published foreign patent application from which foreign priority was claimed for a U.S. Patent applicable only under §102(e), may be available under 35 U.S.C. § 102(b), thus effectively overcoming the § 103(c) disqualification.4  If an examiner cites the foreign reference as newly applied prior art in a subsequent Office Action, then the subsequent Office Action should not be made final if the new reference is applied against the same claims as the previous Office Action.5  While an examiner's use of the foreign priority reference can be preempted by distinguishing that reference from the present invention, courts apply prosecution history estoppel to more narrowly interpret the scope of the claims,6  and the Applicant may wish to minimize prosecution history estoppel by waiting until an examiner uses the foreign reference, and then responding to the new rejection. 

(3)  Was the subject matter and the claimed invention owned by the same person or subject to an obligation of assignment to the same person at the time the invention was made?

The phrase “same person” includes persons, organizations and corporations that can own the claimed invention in any combination.7  However, the cited reference must have also been owned by the same combination of entities at the time the invention was made, and a statement of present ownership is insufficient.8 

(4)  How can an application filed before November 29, 1999 receive protection under 35 U.S.C. § 103(c)?

Although the Patent Office requires that the application be filed on or after November 29, 1999 for protection under 35 U.S.C. § 103(c),9  several options exist for applications filed before November 29, 2000.  If no claims are allowable, the Applicant may exclude the reference by filing a Continued Prosecution Application (CPA) with a Preliminary Amendment containing a statement of common ownership.  However, if some claims have been allowed, the Applicant may (i) cancel the rejected claims and place the allowable claims in condition for allowance; (ii) cancel the rejected claims, place the allowable claims in condition for allowance, and file a continuation for the rejected claims; or (iii) file a CPA with allowable as well as rejected claims. 

Option (i) has the advantage of minimizing cost and expediting the issuance of a patent, but it has the disadvantage of having the narrowest scope of protection and foregoing pursuance of the rejected claims, and should therefore only be chosen after careful consideration of the value of those claims. 

Option (ii) allows the Applicant to continue to pursue allowance of the rejected claims without delaying issuance of the patent directed to the allowable subject matter, but at a cost: allowance and maintenance fees will be double as a result of two separate patents issuing.  Options (i) and (ii) can be useful if it is urgent that the patent issue as soon as possible. 

Option (iii) allows the Applicant to pursue allowance of the rejected claims and maintain the allowable claims in the same application, thus eliminating the cost disadvantage of option (ii).  However, under option(iii), the issuance of a patent will be delayed until the prosecution of the CPA has been completed. 

(5)  What does one need to submit to the Patent Office to assert rights under 35 U.S.C. § 103(c)?

“Proof of common ownership” can include a statement made by the applicant(s) and/or their attorney/agent of record.10  Further, when made in response to an Office Action, the statement must be “clear and conspicuous” such that an examiner can identify and disqualify the reference.11  For example, the statement may be included as a section of the Remarks in an Office Action response, or as a separate submission.12 

Conclusion

In conclusion, practitioners, patent owners and inventors should be alert for references excludable under § 103(c) at the earliest stages of prosecution, in order to avoid the effect of prosecution history estoppel.  If an assignment has not been recorded, potential assignees should monitor the progress of their applications, record the assignment as soon as possible, and maintain any additional evidence of common ownership at the time of the invention in their files.  Assignees should also maintain communication with the inventors for §103(c) determinations, because as noted above, it may become necessary to distinguish the foreign priority document upon which priority is based for the § 102(e) reference being applied by an examiner under § 103.  Additionally, all parties should know their options with respect to continuation practice and be aware of any business urgency to obtain an issued patent, to maximize the value of their patents. 
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