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I.
INTRODUCTION:


In an en banc decision, the Federal Circuit reversed a verdict of infringement by the district court (jury trial) under the doctrine of equivalents
.  The court also resolved earlier inconsistent three-judge panel decisions in YBM Magnex Inc. and Maxwell v J. Baker Inc. 

II.
HOLDING:


The patent owner is precluded from asserting the doctrine of equivalents to cover unclaimed embodiments that are disclosed in the specification.  That is, the patent owner has no access to equivalency for any subject matter that is disclosed in a patent specification but not claimed.  This is an absolute bar not based on prosecution history estoppel, prior art or disclaimers.

III.
PATENT:


The patent at issue relates to the manufacture of printed circuit boards (PCB), composed of thin sheets of conductive copper foil joined to sheets of dielectric resin-impregnated material (prepreg).  In making PCBs, workers manually handle the thin sheets of copper foil during the layering process, subjecting them to damage.  The patent claims an assembly that prevents damage during manual handling by adhering the copper foil to a stiffer substrate of aluminum.  After pressing and heating, the aluminum substrate is removed and recycled.
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1.
A component for use in manufacturing articles such as printed circuit boards comprising:

a laminate constructed of a sheet of copper foil which, in a finished printed circuit board, constitutes a functional element and a sheet of aluminum which constitutes a discardable element;

one surface of each of the copper sheet and the aluminum sheet being essentially uncontaminated and engageable with each other at an interface,

a band of flexible adhesive joining the uncontaminated surfaces of the sheets together at their borders and defining a substantially uncontaminated central zone inwardly of the edges of the sheets and unjoined at the interface.


That is, the patent claims are limited to an aluminum substrate.  However, the specification further describes the composition of the substrate sheet as follows:

While aluminum is currently the preferred material for the substrate, other metals, such as stainless steel or nickel alloys, may be used.  In some instances polypropylene can be used.

IV.
JURY:


The jury found that copper-steel (accused) and copper-aluminum (patented) laminates were equivalent, leading to a verdict of infringement under the doctrine of equivalents.

V.
DEFENDANT’S POSITION:


RES did not challenge the jury’s finding of equivalency.  Rather, on appeal, RES argued that Johnston did not claim steel substrates even though steel substrates were disclosed in the specification, but limited the scope of its patent to aluminum substrates, thus dedicating steel substrates to the public – citing the Maxwell case.


In Maxwell, the patentee described two distinct methods of attaching a pair of shoes.  Only one method was claimed, and the accused infringer used the other.  A three-judge panel of the Federal Circuit held that the patentee could not reach the unclaimed method under the doctrine of equivalents.  The court reasoned that a patentee can not choose to claim only one of two distinct and fully disclosed inventions, thereby avoiding examination of the other, and then later attempt to reach the unclaimed invention as an equivalent of the first.


Namely, because Maxwell failed to claim the second method for connecting shoes, the PTO was deprived of the opportunity to consider whether such alternative was patentable.  Thus, a person of ordinary skill, in reading the specification and interpreting the claims, would conclude that Maxwell dedicated the unclaimed method to the public.
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Fastening tabs secured as claimed
    
  Fastening tabs as secured by accused

VI.
PATENT OWNER’S POSITION:

 
Johnson argued that the steel substrate was not dedicated to the public, citing YBM Magnex, Inc. v. Int’l Trade Comm’n., 46 USPQ2d 1843 (Fed. Cir. 1998).


In YBM Magnex, the patent claimed a permanent magnet alloy comprising 6,000 to 35,000 ppm oxygen, whereas the accused magnet alloy had an oxygen content between 5,450and 6,000 ppm which was disclosed but not claimed.  The unclaimed magnet compositions differed from those that were claimed solely by the amount of one of the alloy components (oxygen).  The specification described iron-neodymium-boron magnetic alloys containing oxygen, illustrated the effect of oxygen on magnet stability, and claimed alloys with the optimum oxygen range.  The accused magnets were made of the same alloys, but the amount of oxygen was below the optimum range.  The amount of oxygen was the only difference between the claimed and the accused magnets. The court (a different three-judge panel of the Federal Circuit) held that the patentee was not barred from relying on the doctrine of equivalents, distinguishing Maxwell as being directed to a different factual situation, namely, where a patent discloses an unclaimed alternative that is distinct from the claimed invention.  The court further explained that Supreme Court precedent (i.e., Graver Tank) does not permit the blanket rule that everything disclosed but not claimed is barred from access to the doctrine of equivalents, whatever the facts, circumstances and evidence.

VII.
DISTRICT COURT:


In the trial court, RES moved for summary judgment on the ground that the steel substrate could not be an equivalent as a matter of law to an aluminum substrate because the patent owner abandoned non-aluminum substrates.


The trial court denied RES’s motion, noting that the Federal Circuit in YBM Magnex “clarified” Maxwell by limiting it to its facts, that is, where a patentee discloses a distinct system or method in the specification that is not claimed.  The trial court found that in this case the patent owner disclosed “merely an alternative material rather than an alternative method or system”, and concluded that YBM Magnex is controlling.


Furthermore, the trial court stated that it could not adopt RES’s interpretation of Maxwell since to do so would conflict with the Supreme Court’s decision in Graver Tank.


In Graver Tank (original doctrine of equivalents case), certain claims directed to a soldering flux containing “silicates” or metallic silicates” were found to be invalid as being too broad and encompassing inoperative silicates.  The accused soldering flux contained “manganese silicate” which is a metallic silicate within the literal scope of the broad claims.  On the other hand, the court found that “manganese silicate” was within the equivalent scope of more narrow claims directed to a soldering flux containing an “alkaline earth metal silicate”.  Manganese is not an  alkaline earth metal.  So, in a way, Graver Tank is a situation where manganese silicate was disclosed in the application but not claimed.  Yet, the court did not find that manganese silicate was dedicated to the public.

VIII.
FEDERAL CIRCUIT EN BANC DECISION:


In reversing the trial court, the Federal Circuit opinion makes the following points:

1. A patent applicant defines his invention in the claims, not in the specification.

2. In assessing infringement, the accused product is compared with the claims (as construed by the court).  Infringement, either literally or under the doctrine of equivalents, does not arise by comparing the accused product “with a preferred embodiment described in the specification”.

3. What is not claimed is public property.  The public has the right to use what is not specifically claimed in the patent.

4. The Federal Circuit considered that its decision in this case was consistent with Graver Tank, because in Graver Tank the patentee in fact did claim manganese silicate (as a metallic silicate), even though the Court eventually held that these claims were too broad (and therefore invalid).

5.  The Federal Circuit considered that its decision in this case was also consistent with Hilton Davis for the reason that the subject patent did not disclose an ultrafiltration process where the pH of the reaction mixture was 5.0.

6. When a patent drafter discloses but declines to claim subject matter, the unclaimed subject matter is dedicated to the public.  In that case, application of the doctrine of equivalents would conflict with the purpose of the claims in defining the scope of the patent grant.

7. A patentee cannot narrowly claim an invention to avoid prosecution scrutiny by the PTO, and then, after a patent issues, use the doctrine of equivalents to establish infringement because the specification discloses equivalents.  This would encourage a patent applicant to present a broad disclosure in the specification and file narrow claims, avoiding examination of broader claims that the applicant could have filed consistent with the specification.

8. The patent specifically limited the claims to a “sheet of aluminum”, where as the specification discloses that other metals such as steel or nickel alloys may be used.  Having disclosed without claiming steel substrates, the patent owner cannot now invoke the doctrine of equivalents to extend its aluminum limitation to cover steel.

9. To the extent that its en banc decision conflicts with YMB Magnex, the en banc court overrules that case.

10. A patent owner who inadvertently fails to claim disclosed subject matter may, within two years from the grant of the original patent, file a reissue application and attempt to enlarge the scope of the original claims to include the disclosed but previously unclaimed subject matter.

11. The patent owner can also file a separate continuation application (assuming co-pendency) directed to the disclosed but previously unclaimed subject mater.

IX.
ADDITIONAL CONSIDERATIONS:

1. The Federal Circuit continues to erode the doctrine of equivalents, this decision following Festo (holding that any element introduced by amendment is entitled to no range of equivalents).

2. If the patent owner did in fact dedicate steel substrates to the public, why should the patent owner be allowed to broaden its claims in reissue to recapture steel substrates which presumably were abandoned?  Same question relative to pursuing steel substrates in a continuation application.  Don’t we commonly secure narrow claims in a first application, and then pursue broader claims in a Rule 53(b) continuation application?  It seems that “dedication” is a poor choice of terms.

3. Why did the patent owner settle for claims limited to an aluminum substrate?

4. Doesn’t this decision in fact conflict with Graver Tank?  It seems that the trial court had it right the first time (denying RES’s motion for summary judgment to find no infringement under the doctrine of equivalents as a matter of law).

5. Does this decision suggest that patent specifications should be drafted with less supporting disclosure and examples, lest some of the examples fall outside the literal scope of the patented claims (such that the patent owner is barred from relying on the doctrine of equivalents as to such disclosures and examples)?

6. Should patent specifications/claims be drafted with means-plus-function clauses so as to guarantee that the patentee is at least entitled to corresponding structural equivalents to the claimed means that are disclosed in the specification and drawings? 

� Under the doctrine of equivalents, in the absence of literal infringement, an accused product can still infringe if the differences between the claimed product and the accused product are insubstantial.  The function-way-result test is often used to assess the extent of the differences.


� In more detail, in Maxwell, the patent claimed a system for attaching together a mated pair of shoes (for sale in a retail store) by securing fastening tabs between the inner and outer soles.  A plastic thread is then looped through the tab openings.  Maxwell disclosed but did not claim a second system for connecting two pairs of shoes (by stitching the tabs into a lining seam of the shoes).  Based on the rule that “subject matter disclosed but not claimed in a patent application is dedicated to the public”, the court (three-judge panel) held that Baker did not infringe the patent under the doctrine of equivalents by using the disclosed but unclaimed shoe attachment system.  Maxwell v J. Baker Inc., 39 USPQ2d 1001 (Fed. Cir. 1996).


� Recall that in Hilton Davis the Court did not preclude application of the doctrine of equivalents as to the accused filtering pH of 5.0 relative to the claimed filtering pH of approximately 6.0 to 9.0.  Rather, the Supreme Court instructed the Federal Circuit to determine the patentee’s reason, if any, for adding the lower pH limit of 6.0 during prosecution.
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